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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR. 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 10 April 2006 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £B] Claim(s) 5 and 8-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 5 and 8-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) D Other: . 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants submission filed on April 10, 2006 has been entered. 

2. Currently, claims 5 and 8-24 are pending. 

Priority and Response to Arguments 

3. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e) or 120 
as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 09/689,293 (referred as 
'293 hereinafter) filed October 11, 2000, now Patent No. 6,683,966 (referred as '966 
hereinafter), fails to provide adequate support or enablement in the manner provided by the first 
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paragraph of 35 U.S.C. 1 12 for one or more claims of this application. Accordingly, claims 5 and 
8-24 are not entitled to the benefit of the prior application. 

4. Applicant's arguments filed on April 10, 2006 have been fully considered but they are not 
persuasive. 

In reply to applicant's arguments as set forth in pages 6-7, it is noted that applicant's 
arguments fails to provide support for all claimed limitations that are recited in each of claims 5 
and 8-24. Applicant has merely pointed out certain portions in the prior-filed application '293 
and concluded that claims are supported by the application '293. For example, in page 6 of the 
applicant's response, it states: 

"Support for first (and second) frequency components is found throughout the 
application. 

For example, please see, e.g., Fig. 5 and page 8, lines 9-1 1 ("The watermark encoder 
performs the process of calculating the has in one region and embedding it in another 
recursively. Specifically, it calculates a hash function of region (see Fig. 5), and embeds it in 
region 2")." 

It is noted such citation fails to support all claimed limitations that currently recited in 
claims 5 and 8-24. For example, claim 5 recites: 

"Apparatus which authenticates a digital representation of an object from which an 
analog form may be made, the apparatus comprising: 

an apparatus component which uses first information in a first portion of the digital 
representation to produce first authentication information, the first information also being 
obtainable from a third portion of the analog form that is made from the first portion; and 
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an incorporator which incorporates the first authentication information in a second 
portion of the digital representation, the authentication information also being obtainable from a 
fourth portion of the analog form that is made from the second portion, wherein 

the digital representation includes items of data with each item comprising first 
components and second components wherein 

the items comprise DCT blocks containing frequency coefficients and the components 
comprise frequency coefficients in a DCT block." 

No where in the applicant's citation found to support for all claimed limitations that are 
listed above. Furthermore, all other citations that applicant has pointed out in his response as set 
forth in page 6 fails to at least support the limitation recited in claim 5. If applicant believes that 
instant claims of the instant invention are support by the application '293, applicant's 
cooperation to specifically points exactly where in the application '293 providing support for 
each limitation currently recited in each of claims 5 and 8-24 is required. 

Therefore, claims 5 and 8-24 are not entitled to the benefit of the prior application '293 
and the examiner maintains the rejections of claims 5 and 8-16 under section 35 USC 102(e) 
with regard to Zhao (U.S. Patent No. 6,487,301). 

Claim Rejections - 35 USC §102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 5 and 8-24 are rejected under 35 U.S.C. 102(e) as being anticipated by Zhao (U.S. 
Patent No. 6,487,301. Referred as Zhao '301). 

The advanced statements as applied to claims 5, 8-16 with regard to Zhao '301 set forth 
in paragraphs 4-5 of the previous Office action mailed on January 10, 2006 are incorporated 
herein. 

Zhao '301 further teaches: instructions executed by electronic processing circuitry (see 
programs, client and server mentioned in col. 2 lines 15-22) as required by claims 17 and 21; at 
least electronic processing circuitry (see client 105, server 129 shown in figure 1 and mentioned 
at col. 2 lines 15-22) as required by claims 18 and 22; at least a machine-readable medium (such 
medium is inherently included in Zhao's server 129 and client 105 in order for the programs to 
be stored and executed) as required by claims 19 and 23; and at least one of firmware, hardware, 
instructions executing on digital circuitry, and a computer readable medium comprising 
executable instructions stored thereon (see figure 1. Note that server 129 and client 105 do 
included firmware inherently. Also refer to personal computer PC mentioned in col. 18 line 42) 
as required by claims 20 and 24. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Duy M. Dang whose telephone number is 571-272-7389. The 
examiner can normally be reached on Monday to Friday from 6:00AM to 2:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew C. Bella can be reached on 571-272-7778. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

dmd 

June 22, 2006 




DUYM.DANG 
PRIMARY EXAMINER 



